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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )IE Responsive to communication(s) filed on 30 June 2006 . 
2b)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) 13 Claim(s) h2Z is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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The applicants' amendment and response of 6/30/06 has been considered but 
has been determined to not be persuasive. 
Claim 10: 

Applicants indicate claim 10 as withdrawn yet it is not a withdrawn but an active 
and pending claim. It has been treated thus as an active and pending claim. 

New Claims Non-Elected Bv Original Presentation : 

Newly submitted claims 20-22 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: Claims 20-23 that 
are newly added are directed to a concrete article which is an election non-elected so 
these claims have been withdrawn. Since applicant has received an action on the merits 
for the originally presented invention, this invention has been constructively elected by 
original presentation for prosecution on the merits. Accordingly, claims 20-23 are 
withdrawn from consideration as being directed to a non-elected invention. See 37 CFR 
1.142(b) and MPEP §821.03. 

35 USC 112-Second Paragraph : 

Claims 2-9, 1 1 , 12, and 16-19 are rejected under the second paragraph of 35 
USC for failing to particularly point out and distinctly claiming the instant invention. 
Claim 1 1 and its dependent claims, as a result of claims 3 and 5, are indefinite. There is 
no distinction between "polyacrylates" (thickener) which is inclusive of polyacrylate 
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resin (hydrophobing additive), "polyurethanes" (thickener) and polyurethane resin 
(hydrophobing additive), and "silicic acid derivatives" (thickener) and silicic acid esters 
(hydrophobing additive). Note that polyacrylate resin is inclusive of the genus 
polyacrylates and polyurethane resin is inclusive of the genus polyurethanes. Further, 
silicic acid esters are an example of silicic acid derivatives and there is thus no 
distinction between "thickener" and "hydrophobing agent". 

Claim 1 1 is also indefinite because it is unclear how an article can be made in 
claim 1 1 as there is no step of molding. It is evident applicant are creating a cement 
mixture but there is no step of molding, setting, and curing which would be requisite of 
forming a cement/concrete article. 

Such as improper claim language: 

Applicants should delete the terms "such as concrete additives or concrete 
addition agents" in claim 7 and insert in its place —selected from the group consisting of 
one or more concrete additives--- Note that the terms concrete additives and concrete 
addition agents are redundant and this would resolve this by this suggested 
amendment. 

35 USC 103: 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 2-9, 11, 12, and 16-19 are rejected under 35 USC 103 over Butler et al. 
(US 5,766,323) as rendering obvious the applicants' claimed invention. 

Butler et al. (hereafter Butler) teaches a method of making a cementitious 
material. It would have been obvious to one of ordinary skill in the art that a 
cementitious article is made from a cementitous material. Butler teaches that he mixes 
cement, water, polyacrylate beads (thickener-see claim 14 in col. 10), polyoxyethylene 
wax (claim 13 in col.10-has hydrophobing properties because it's a "wax" as that is all 
that is required in applicants' claims), and organopolysiloxane (also a hydrophobing 
additive). The applicants' further addition of surfactants, air pore formers (ie air 
entraining agents), retarders, accelerators, colorants such as dyes and pigments etc. 
are merely conventional additive known for addition to cement or concrete compositions 
(see col. 3, lines 35-43). 

Further, the applicants addition of a thickener as part of one component with 
thickener and hydrophobing additive as not unobvious over the prior art either. 
Applicants merely add these two ingredients together or simultaneously as one 
component when it would have been an obvious design choice to add the ingredients 
simultaneously or individually one at a time. Changes in the sequence of adding 
ingredients would have been an obvious design choice to one of ordinary skill in the art 
absent evidence to the contrary. (See MPEP 2144.04-Legal Precedent as Source of 
Supporting Rationale which lists the case law In re Gibson 5 USPQ CCPA 1930 under 
Change in Sequence of Adding Ingredients). 
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Response: 

The applicants requested the examiner provide teaching that the addition of 
surfactants, colorants, retarders, accelerators, air pore formers (ie air entrainers) is 
conventional. In rebuttal, this teaching is provided within the Butler reference itself (see 
col .3, lines 35-43). These are conventional additives as shown by Butler and he teaches 
them so they meet the limitations of applicants' claims. 

The applicants argue that their order of adding ingredients is not simultaneous 
which they state occurs in Butler (col. 4, lines 12-56) and that they do not provide any 
teaching that changing the order of adding ingredients would have been prima facie 
obvious to one of ordinary skill in the art. In rebuttal, and as was discussed in the 
November 22, 2005 telephonic interview with applicants' counsel, Mr. John Gresens, 
the examiner maintained the position that is consistent with In re Gibson and can also 
be found in MPEP 2144.04 that the change in the sequence of adding ingredients would 
have been prima facie obvious to one of ordinary skill in the art absent evidence to the 
contrary. The examiner maintains his position that this is proper as shown by the 
decided case law that was listed in Chapter 2100 of the MPEP. This sufficiently teaches 
that changing the order of adding ingredients is obvious to one of ordinary skill in the 
art. 

Applicants also argue that only by employing the separate steps of mixing, the 
optimum effect of the concrete thickener is achieved (p.7 second paragraph of 
applicants' specification). They note that the conventionally done direct addition of 
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thickener onto the stone grains is not possible here. In rebuttal, the applicants infer that 
Butler teaches adding thickener directly onto the stone grains yet this reference does 
not teach this allegedly conventional treatment. That same paragraph would appear to 
support the examiner's position because the optimum effect of the concrete thickener is 
preferably (not must be which is a big difference) achieved by adding thickener to the 
otherwised finished mixture of the concrete additive. The specification by applicants' 
use of preferably means the optimum thickener effect can thus also be achieved by a 
different order and not necessarily adding thickener to the finished concrete mixture. 
This thus does not support that the applicants order of adding ingredients is critical but 
stating by applicants' using the term preferably in their specification seems to indicate In 
re Gibson applies. This is because the order sequence of adding ingredients is not 
critical and thus would have been an obvious design choice to one of ordinary skill in 
the art. 

It is also noted that the rejection was proper under 35 USC 103 as well because 
overlapping ranges of amounts of the prior art render applicants' process claims prima 
facie obvious to one of ordinary skill in the art 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Marcantoni whose telephone number is 571-272- 
1373. The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). /? 




Paul Marcantoni 
Primary Examiner 
Art Unit 1755 



